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earned patent term adjustment. See 37 CFR 1 .704(b). 
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2a)S This action is FINAL. 2b)D This action is non-final. 
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7) |EI Claim(s) 22-27 is/are objected to. 
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DETAILED ACTION 



Response to Amendment 



1 . This action is in response to the amendment filed 17 December 2003 that 
amended claims 1, 9, 11, and 13 and added claims 22-27. The amendments to the 
claims have overcome the 1 12 and 102 rejections. 



2. Applicant's arguments filed 17 December 2003 have been fully considered but 
they are not persuasive. The limitation added to the independent claims was previously 
in claim 10. 

3. In response to applicants arguments against the references individually 
(especially Jones in the top half of page 10), one cannot show nonobviousness by 
attacking references individually where the rejections are based on combinations of 
references. See In re Keller, 642 F.2d 413, 208 USPQ 871 (CCPA 1981); In re Merck & 
Co., 800 F.2d 1091, 231 USPQ 375 (Fed. Cir. 1986). 

4. In response to applicant's argument that there is no suggestion to combine the 
references, the examiner recognizes that obviousness can only be established by 
combining or modifying the teachings of the prior art to produce the claimed invention 
where there is some teaching, suggestion, or motivation to do so found either in the 
references themselves or in the knowledge generally available to one of ordinary skill in 
the art. See In re Fine, 837 F.2d 1071, 5 USPQ2d 1596 (Fed. Cir. 1988)and In re 
Jones, 958 F.2d 347, 21 USPQ2d 1941 (Fed. Cir. 1992). In this case, Jones teaches 
the benefit of displaying an identifier as an image so as to ease printing. In addition, a 
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person of ordinary skill in the art would realize other advantages of representing 
identifiers as images - trademark symbols are identifier images which theoretically build 
brand loyalty, barcodes are identifiers that are relatively easy to read. 

5. The examiner used the term "seal", that is something that confirms, to describe 
Jones' image, which is a coupon. The images on coupons are seals because they 
confirm values. That an image can confirm a value serves as further motivation to 
combine the references. 

6. The new claims are supported by the sections of the specification that were 
kindly cited by applicant. 

Claim Rejections - 35 USC § 103 

7. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

8. Claims 1-4, 8, 9, 11-13, and 20 are rejected under 35 U.S.C. 103(a) as being 
unpatentable over Shih (6490637) in view of Jones (5500681 ). 

In lines 18-28 of column 3, Shih describes a modem, element 22 in figures 1 and 
2, that includes a serial number within a flash ROM, element 70. Serial numbers are 
unique identifying indicia, and so the memory anticipates the first clause of applicant's 
first claim. Element 100 of figure 3 states that the unique serial number is sent out. 
This reads on the second clause of claim 1 . He does not say that the identifier is stored 
as an image. In lines 1-4 of column 9, Jones discusses converting an identification 
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number to an image format and storing the result. Therefore it would have been 
obvious to a person of ordinary skill in the art at the time the invention was made to 
store Shih's serial number as a compressed image, whereby it could be used as a seal. 

With respect to claim 2, the unique serial number is needed by the modem and 
hence integral. Claim 3 is anticipated because data stored in a ROM, such as the serial 
number, is a series of bits and lines 24-28 say that the serial number is read and sent. 
Flash ROMs read on memory arrays and thus anticipate claim 4. Claim 1 1 is the 
physical device for the method of claim 1 and is rejected for largely the same reasons. 
Controller 72 is applicant's processor and executes commands from a program 
memory, directly RAM 76 but indirectly ROM 70. Aspects of the third clause have been 
shown above. The unique serial number is stored integrally because flash memory is 
nonvolatile. With respect to claims 8 and 12, the unique serial number is stored in ROM 
70, which is the original home of the program, as detailed in lines 3-17 of column 3. 
Furthermore, flash memory can only be erased in blocks. As far as claims 9 and 13 are 
understood, this fact meets their limitations. Flash ROM is nonvolatile memory and 
hence meets the limitations of claim 20. 

9. Claims 1, 5, 11, 14, and 20 are rejected under 35 U.S.C. 102(e) as being 
anticipated by Hall, Jr. et al. (6308281). 

In the first full paragraph in column 10, Hall, Jr. et al. teach a modem that has an 
unique serial number burned therein. This serial number is sent from a client to a 
gateway. As such the first claim is anticipated. Claim 1 1 is rejected for largely the 
same reasons as claim 1 . "Burned into a modem" anticipates permanently fixing the 
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serial number in the modem and hence claims 5 and 14. They do not say that the 
identifier is stored as an image. In lines 1-4 of column 9, Jones discusses converting an 
identification number to an image format and storing the result. Therefore it would have 
been obvious to a person of ordinary skill in the art at the time the invention was made 
to store Hall et al.'s serial number as a compressed image, whereby it could be used as 
a seal. 

10. Claim 6 is rejected under 35 U.S.C. 103(a) as being unpatentable over Hall, Jr. et 
al. and Jones as applied to claim 5 and further in view of Blodgett (6163489). 

Hall, Jr. et al. and Jones show a modem that has a unique serial number 
"burned" into it. They do not say that the data is burned in by blowing fuses. In lines 
19-21 , Blodgett teaches storing data by blowing fuses. Therefore it would have been 
obvious to a person of ordinary skill in the art at the time the invention was made to use 
the fuse-blowing memory described by Blodgett as the burned memory in Hall, Jr. et al. 

11. Claims 7 and 15-17 are rejected under 35 U.S.C. 103(a) as being unpatentable 
over Hall, Jr. et al. and Jones as applied to claims 5 and 1 1 and further in view of Doshi 
etal. (6349138). 

Hall, Jr. et al. and Jones show a modem that has a unique serial number 
"burned" into it. They do not stipulate that the unique serial number is encrypted when it 
is transmitted. In lines 4-7 of column 24, Doshi et al. teach encrypting a modem's serial 
number, thereby protecting the number from illicit viewing. Therefore it would have 
been obvious to a person of ordinary skill in the art at the time the invention was made 
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to encrypt the serial number that Hall, Jr. et al. transmit, as taught by Doshi et al., in 
order to protect the number. 

12. Claim 15 is rejected under 35 U.S.C. 103(a) as being unpatentable over Shih and 
Jones as applied to claim 1 1 and further in view of Doshi et al. (6349138). 

Shih and Jones show a modem that has a unique serial number stored in flash 
ROM. They do not say that the unique serial number is encrypted when it is 
transmitted. In lines 4-7 of column 24, Doshi et al. teach encrypting a modem's serial 
number, thereby protecting the number from illicit viewing. Therefore it would have 
been obvious to a person of ordinary skill in the art at the time the invention was made 
to encrypt the serial number that Shih transmits, as taught by Doshi et al., in order to 
protect the number. 

13. Claim 19 is rejected under 35 U.S.C. 103(a) as being unpatentable over Shih and 
Jones as applied to claim 1 1 and further in view of Haynes (WO 97/19414) and Bhatia 
et al. (6118768). 

Shih and Jones show a modem that has a unique serial number stored in flash 
ROM. They do not say that the serial number js used as an account number for a 
financial transaction account. In lines 18-28 of page 4, Haynes teaches a transaction 
identifier that reduces the risk of fraud and that includes a modem number. In lines 33- 
38 of column 13, Bhatia et al. display the storage of data in a modem in order to 
transparently user that data. Therefore it would have been obvious to a person of 
ordinary skill in the art at the time the invention was made for the serial number in Shih 
to be used as an account number in order to transparently prevent fraud. 
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14. Claim 18 is rejected under 35 U.S.C. 103(a) as being unpatentable over Hall, Jr. 
et al. and Jones as applied to claim 14 and further in view of Haynes. 

Hall, Jr. et al. shows a modem that has a unique serial number "burned" into it. 
They do not say that the serial number is used to identify an aspect of a financial 
transaction account. In lines 18-28 of page 4, Haynes teaches a transaction identifier 
that reduces the risk of fraud and that includes a modem number. Therefore it would 
have been obvious to a person of ordinary skill in the art at the time the invention was 
made for the serial number in Hall, Jr. et al. to be used as part of a transaction identifier 
in order to prevent fraud, as taught by Haynes. 

15. Claim 19 is rejected under 35 U.S.C. 103(a) as being unpatentable over Hall, Jr. 
et al., Jones, and Haynes as applied to claim 18 above, and further in view of Bhatia et 
al. 

Hall, Jr. et al. and Haynes show a modem serial number that is used to identify 
an aspect of a transaction account. They do not say that it is the actual account 
number. In lines 33-38 of column 13, Bhatia et al. display the storage of data in a 
modem in order to transparently user that data. Therefore it would have been obvious 
to a person of ordinary skill in the art at the time the invention was made to store the 
account number in the modem, as implied by Bhatia et al., in order to provide 
transparent access to the system described by Hall, Jr. et al. and Haynes. 

16. Claims 10 and 21 are rejected under 35 U.S.C. 103(a) as being unpatentable 
over Shih and Jones as applied to claims 9 and 20 above, and further in view of Micali 
(5793868). 
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Shih and Jones show a modem that has a unique serial number stored in flash 
ROM. They do not say that the serial number is compressed. In lines 1 0-1 5 of column 
6, Micali teaches compressing serial numbers. This reduces the amount of space that 
they consume. Therefore it would have been obvious to a person of ordinary skill in the 
art at the time the invention was made to compress the serial number in Shih, as taught 
by Micali, in order to conserve memory space. 

Allowable Subject Matter 

17. Claims 22-27 are objected to as being dependent upon a rejected base claim, 
but would be allowable if rewritten in independent form including all of the limitations of 
the base claim and any intervening claims. 

18. The following is a statement of reasons for the indication of allowable subject 
matter: the prior art does not show or suggest storing any of a credit card image, an 
account holder's picture, or a signature image such that the stored identifier is either 
unique (claim 1 ) or integral (claim 1 1 ) to a modem. 

Conclusion 

19. The prior art made of record and not relied upon is considered pertinent to 
applicant's disclosure. Scott et al. (531 1596) - shows a modem with an internal digital 
certificate and key. 

20. Applicant's amendment necessitated the new ground(s) of rejection presented in 
this Office action. Accordingly, THIS ACTION IS MADE FINAL. See MPEP 

§ 706.07(a). Applicant is reminded of the extension of time policy as set forth in 37 
CFR 1.136(a). 
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A shortened statutory period for reply to this final action is set to expire THREE 
MONTHS from the mailing date of this action. In the event a first reply is filed within 
TWO MONTHS of the mailing date of this final action and the advisory action is not 
mailed until after the end of the THREE-MONTH shortened statutory period, then the 
shortened statutory period will expire on the date the advisory action is mailed, and any 
extension fee pursuant to 37 CFR 1 .136(a) will be calculated from the mailing date of 
the advisory action. In no event, however, will the statutory period for reply expire later 
than SIX MONTHS from the date of this final action. 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Douglas J. Meislahn whose telephone number is (703) 
305-1338. The examiner can normally be reached on between 9 AM and 6 PM, 
Monday through Thursday. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Gregory A. Morse can be reached on (703) 308-4789. The fax phone 
number for the organization where this application or proceeding is assigned is 703- 
872-9306. 
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Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). 

Douglas J. Meislahn 

Examiner 

Art Unit 2137 



DJM 



